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TRINH ETAL. 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 

THF MAILING DATE OF THIS COMMUNICATION. 

Se may be arable under .he provisions of 37 CFR 1.136(.). in no event, however, may a reply be „me,y fi.ed 

after SIX (6) MONTHS from the mailing date of ^ within the stalutory minimum of thirty (30) days will be considered timely. 

■ -i;:Sdfe 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication (s) filed on 15 February 2002 . 
2a)D This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance except for - formal I matters prosecutor , as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1 to 56 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

S)M Claim(s) 1 to 56 are subject to restriction and/or election requirement. 
Application Papers 

9)D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)[TJAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 4) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121. 

Attachment(s) 

1-1 , , _ , _.. A , DTO oo/,n 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

1 ) □ Not.ce or References C.ted (PTO-892) U 52) 

2) Lj Notice of Draftsperson s Patent Drawing Review (K i u-ato) j ; u_j 

3) □ Information Disclosure Statements) (PTO-1449) Paper No(s) . 6) U Other: 



U.S. Patent and Trademark Office nrn~~ A^i^n Cnmmaru Part Of Paper No. 6 
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1 . The reply filed on 2/1 5/02 is not fully responsive to the prior Office Action 
because of the following omission(s) or matter(s): the election of species requirement is 
incomplete. See 37 CFR 1.111. Since the above-mentioned reply appears to be bona 
fide, applicant is given ONE (1) MONTH or THIRTY (30) DAYS from the mailing date of 
this notice, whichever is longer, within which to supply the omission or correction in 
order to avoid abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE 
GRANTED UNDER 37 CFR 1.136(a). 

2. Claim 1 is generic to a plurality of disclosed patentably distinct species compris- 
ing the various components (A) embraced by the various fiber lubricants, shape reten- 
tion polymers, lithium salts and mixtures thereof as described in the specification and in 
the various claims. Applicant is required under 35 U.S.C. 121 to elect a single disclosed 
species, even though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

3. The Examiner acknowledges applicants' Election of Species response in the 
response filed 2/15/02. In this they state that the action alleges that claim 1 is generic 
to a plurality of disclosed patentably distinct species, namely that component (A) is 
recited as being selected from the group consisting of fiber lubricants, shape retention 
polymers, lithium salts and mixtures thereof. Applicants then state that they have been 
instructed to elect one of these species. However a closer reading of the election 
requirement shows that the claim 1 is generic to the various components (A) embraced 
by the various groups listed. The Examiner acknowledges that the election requirement 
may not have been clearly stated; however, the election is intended to be between the 
various components that are embraced by the groups listed rather than the generic 
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groups themselves. For instance, for the shape retention genus, this would include the 
polymers of claim 13, having a specific glass transition requirement, the polymers of 
claim 16, having a specific hydrophilic/hydrophobic requirement, the polymers of claim 
20, a siloxane having specific properties, and each of the polymers of claims 23 to 25, 
having their own specific formulas. Each of these are patentably distinct species of the 
subgenus shape retention polymers. 

4. Applicants traversed the grounds for the rejection noting that there are only three 
members in the Markush Group of component (A) and they do not believe it would be a 
serious burden to examine all members. The Examiner does not agree. Each of the 
three members of the Markush Group in (A) are in fact each a subgenus which include 
many members. Not only would it impose a serious burden on the Examiner to search 
for each polymer, since the type of polymer determines the search area (for instance 
silicone polymers would be searched in a different area from unsaturated polymers) but 
it would impose a serious burden to examine and prosecute each polymer, since they 
are patentably distinct inventions and the patentability of, for instance, the species in 
claim 20 is independent from the patentability of the species of claim 23. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 703- 
308-4334. The examiner can normally be reached on Tues. and Thurs. 6:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Dawson can be reached on 703-308-2340. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-931 1 
for regular communications and 703-872-9310 for After Final comn^nications. 
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